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Serial No. 09/988,688 

I 

i ; 

REMARKS 

Claims 1-8, 10-13, 15, 17, 18, 20, and 21 are now pending in the present application. The 

i ; 

applicants respectfully request reconsideration and allowance of the present application in view 
of the above amendments and the following remarks. 

Claims 1, 2, and 15 stand rejected under 35 U,S,C. § 102(b) as being allegedly anticipated 
by Johnson, U.S. Patent No. 5,430,346. The rejection is respectfully traversed. 

With regard to independent claim 1, as amended, the claimed structure is now recited to 
more clearly distinguish over Johnson by clarifying that the ground electrode extends 
horizontally from the metal shell and is opposed to one of a tip end of the center electrode and an 
outer peripheral surface of the center electrode. Claim 1 is further amended to recite that if the 
ground electrode is opposed to the tip end, it is in axial alignment therewith and if opposed to the 
outer peripheral surface, it is in lateral alignment therewith. Support for these amendments can 
be found in Applicants specification, for example, on page 2, line 22 and with reference to 
figures 2(a)-2(c) and 12(a) and 12(c). 

Applicants vigorously contend that Johnson fails to disclose a structure as claimed. It is 
important to note that in reciting the features in claim 1 , reference is clearly made to a ground 
electrode extending horizontally from said metal shell and opposed to one of a tip end and an 
outer peripheral surface of said center electrode to define a spark gap. A close review of 
Johnson fails to produce a description or illustration of a ground electrode extending horizontally 

i 

from a metal shell. All figures are directed toward a ground electrode which is vertically spaced 

i ■ 
using posts 38, Moreover, the cited section of Johnson, e.g. col 4, lines 42-50 fail to disclose 

anything regarding the configuration of the ground electrode and the center electrode. 
6 
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i : 

i 
t 

Even a cursory review of Johnson reveals an annular or ring shaped ground electrode 

1 ' ' - 

with an innfcr diameter equal to or preferably greater than the diameter of the center electrode 

(see, e.g. col 2, line 27). Such a configuration creates a physical impossibility of the ground 

i 
[ 

r 

electrode being opposed to one of a tip end in axial alignment therewith and an outer peripheral 

i 

surface in lateral alignment 

1 ■ 
At b:est, as is clearly shown, for example, in Fig. 26 of Johnson, an outer peripheral 

surface (bottom surface 58) of a center electrode opposes a post 38 and thus does not oppose, in 

the manner claimed, a ground electrode, does not define a spark gap, and is not in lateral 

alignment therewith. In the Examiner's remarks col 2, line 42-50 is noted as describing that the 

ground electrode and the center electrode are opposed and that the cited section amounts to a 

teaching of the claimed ground electrode extending horizontally and opposed to the outer 

peripheral surface of the center electrode. Applicants note that in any spark plug some 

opposition Would be required to generate a spark, however, applicants recites specific features in 

f 

connection ^ith the ground electrode opposed to the center electrode as claimed. 

i 

Accordingly a prima facie case of anticipation has not been established and cannot be 

f 

sustained injthat Johnson fails to identically disclose all the features in the manner claimed as 
required. It is respectfully requested therefore that the rejection of independent claim 1 be 

reconsidereq and withdrawn. 

I 

Claims 2 and 15, by virtue of depending from claim 1, are believed allowable for at least 

\ 

the reasons ^et forth hereinabove with regard to claim 1 . It is respectfully requested that the 

i 

rejection of ^laims 2 and 15 be reconsidered and withdrawn. 

Clairji 3 stands rejected under 35 U.S.C 103 (a) as being allegedly unpatentable over 

\ 
i 

Johnson. virtue of depending from claim 1, claim 3 is allowable for at least the reasons set 
forth herein above. The rejection of claim 3 should therefore be withdrawn. 



r 
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Claims 4, 5, 11, and 12 stand rejected under 35 U.S.C. 103 (a) as being allegedly 
unpatentable over Johnson in view of Takafumi et al JP 63-266046. The rejection is respectfully 
traversed. 

By jirtue of depending from claim 1, claims 4, 5, 11, and 12 are allowable for at least the 
reasons set forth herein above. The rejection of claims 4, 5, 11, and 12 should therefore be 
withdrawn. 

Clai ins 7, 8, 10, 13, 18, 20, and 21 stand rejected under 35 U.S.C 103 (a) as being 
allegedly uifpatentable over Johnson in view of Franks U.S. Patent No. 3,958,144, By virtue of 
depending from claim 1 , claims 7, 8, 10, 13, 18, 20, and 21 are allowable for at least the reasons 
set forth herfein above. The rejection of claims 7, 8, 10, 13, 18, 20, and 21 should therefore be 
withdrawn. 

Claiins 1 and 6 stand rejected under 35 U.S.C. 103 (a) as being allegedly unpatentable 
over Pfeil, U.S. Patent No. 2,406,966 in view of Johnson. The rejection is respectfully traversed. 

Witi regard to claim 1, as amended as noted above, the claimed structure is not recited in 
Pfeil and thus in the applied art combination. In particular, Pfeil, as admitted by the Examiner, 
and thus the applied art combination foil to teach or suggest, for example, laser spot welding of 
the ground electrode. 

Johnson, and thus the applied art combination, fails to teach or suggest the structure of 
claim I, as ajtnended, for the reasons set forth herein above. At best, the spark plug of Johnson 
has an annular or C-shaped ground electrode in the proximity of the center electrode. The 
ground elect "ode of Johnson can be attached with a mounting ring 44 and mounting posts 38, 
with laser welding being described as an alternative to the use of mounting ring 44 for attaching 
housing and not the ground electrode as claimed, Johnson is silent about the 
laser welding and merely lists laser welding in addition to other welding methods 



posts 38 to a 
advantage oi 
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to mounting ring 44 as noted Johnson and thus the applied art combination can 
from the claimed invention in that the ground electrode of Johnson is coupled to 
ring through posts. While the ground electrode in Johnson opposes the center 
some fashion, the word "opposed" associated with the specific claimed features 
in isolation. Johnson, for the very reasons stated by the Examiner, e.g. that the 
is supported by posts, precludes the ground electrode extending horizontally as 
precludes the ground electrode being connected to the metal shell through a laser fused 
claijmed, and precludes the ground electrode opposing an outer peripheral surface of the 
electifode in later alignment therewith to define a spark gap . Johnson teaches away from 
alignment of the ground electrode and center electrode in col 1, line 49. In Johnson, the 
or at best the posts and not the ground electrode are connected to the metal shell 
Jqhnson does not teach a spark gap defined between the mounting posts 3 8 and the 
peripheral surface of the center electrode as described above, then Johnson necessarily fails 
sjuggest the claimed features. 
Applicants vigorously contend that the combination of Pfiel and Johnson is improperly 
that the Examiner has provided no evidence to show that one of ordinary skill in the 

been motivated to combine Pfeil with Johnson since Pfiel is clearly the kind of 
prior art spark plug which Johnson improves upon. The Examiner has failed to 
of a suggestion or moti viation, contained in the references, to combine the 
of| Johnson and Pfeil besides the purported advantages drawn from the Examiner's 
In the Examiner* s comments, it is asserted that the motivation for laser 
i^ithin the knowledge generally available to one of ordinary skill in the art 
y, proper motivation for a combination must be found within the teachings of the 
cannot simply be ascribed to knowledge generally available. If the Examiner is 
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knowledge generally available to one of skill in the art as a standard to motivate the 
of the applied references, not only has the evidentiary burden not been met, there is 
that the applicants' disclosure has been improperly used as a roadmap to facilitate 
application of the teachings of the prior art and has thus been improperly used to 
hindsight reconstruction of the prior art to arrive at the claimed invention. 
i|f the knowledge was generally available to one of skill in the art, applicants wonder 

deficient in teaching laser fused welding as claimed, 
ijoted however, even if the art combination is properly motivated, which applicants 
contend it is not, it still fails to teach or suggest all the features of the claimed 
required. Accordingly a prima facie case of obviousness has not been established in 
ied art combination is improperly motivated and nevertheless still fails to teach or 
claimed features; as required. It is respectfully requested therefore that the 
1 be reconsidered and withdrawn. 
Claitn 6, by virtue of depending from claim 1, is believed allowable for at least the 
reasons set forth hereinabove with regard to claim 1 . It is respectfully requested that the 
rejection of claim 6 be reconsidered and withdrawn. 
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of the foregoing, the applicants respectfully submit that this application is in 
f<k allowance. A timely notice to that effect is respectfully requested If questions 
patentability remain, the examiner is invited to contact the undersigned by telephone. 

Please charge any unforeseen fees that may be due to Deposit Account No. 50-1 147. 



i Roger B 



Posz Law 
11250 

Reston, VA|20190 
Phone 703- 
Fax 703-70? 
Customer 
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Respectfully submitted, 




Group, 



,PLC 
aeon Drive, Suite 10 



sbert L Scott, H 
Reg. No, 43,102 



707-9110 
-9112 
, 23400 



11 

PACE 12/12 * RCVD AT 3/11/2005 1 1 :02:04 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/0 * DNIS:8729306 * CSID:70370791 12 * DURATION (mm-ss):03-52 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

{□'LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



